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DETAILED ACTION 

Specification 

1. The amendment filed 10/21/05 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: Spheres of different sizes 
in claim 25. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

2. Claim 27 provides for the use of visible figures sizes, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 27 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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3. Claim 27 rejected under 35 U.S.C. 112, second paragraph, as being incomplete 
for omitting essential elements, such omission amounting to a gap between the 
elements. See MPEP § 2172.01. The omitted elements are: underlying 
structure/substrate for providing indicia. As best understood an indicia is a marking that 
requires structure/substrate to be placed on. It is not possible to peactice a method 
without proper structure/environment. 

Claim Rejections - 35 USC § 102 

4. Claim 35 rejected under 35 U.S.C. 102(b) as being anticipated by Gohlke 
(5372366). 

Claim 35: Gohlke teaches game spheres with number values 2 through 6 and game 
dice with number values 2 through 6. Dice can be used for indicating rules and 
comparing numbers. 

Claim 36-40: Limitations are rules and not further limiting the apparatus in claims. 
Claims 41-42: Gohlke teaches cards with numbers 2-6 (Fig.2a). 

Claim Rejections - 35 USC § 103 

5. Claims 21,43 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jacobs (6581932). 

Claims 21 ,43,44: Jacobs teaches a plurality of game pieces (knight game piece,1 8), 
at least one information indicator (battle card 20) having indicia indicating specific 
properties (weapon etc) associated with the game piece (note: picture of knight game 
piece on the indicator card 20), a random number generator (12,14,16), and a rule 
indicator (card of happiness or card of doom) . 

(See 4:1 1-24) Move a fighter that is In Play five spaces if possible. Either the Card 
of Happiness or the Card of Doom will now determine the fighter's fate. Roll a 
single die to determine which card holds your fate. The number rolled 
represents the column on the card. Columns one through three appear on the 
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Card of Happiness and columns four through six appear on the Card of Doom. 
Next roll two dice to determine the row underneath that column (represented by 
the sum of the two dice). Perform the fate that is displayed next to the row 
number. Refer to the fate descriptions in the Card of Happiness or Card of 
Doom sections. A player must be careful which fighter is chosen to move five 
spaces, because the player may be sending the fighter to its doom. 

The above paragraph clearly indicates doom cards/happiness cards indicate rules 

relating number generator and game piece information. 

Jacobs teaches all limitations except that it does not teach a game character within a 
sphere. 

Applicant's disclosure in the beginning clearly admits use of spherical objects with 
figures/swirls within, in playing Chinese game boards. 

Examiner takes the position that encapsulating game figures inside attractive shapes is 
a matter of aesthetical preference. Examiner also takes the position that encapsulated 
game pieces with figures inside spherical shapes are commonly known and sold by 
vending machines. 

In order to make the game attractive to potential players, it would have been obvious to 
provide encapsulated game pieces in a game kit in various shapes. 
Further the examiner takes the position that game pieces/figures/characters are likely to 
get soiled due to frequent touching by players. 

Examiner takes the position that encapsulating game figures inside enveloping bodies 
is a matter of protecting game figures. 

Examiner also takes the position that encapsulated game pieces with figures inside 
spherical shapes are commonly known and sold by vending machines. 
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One of ordinary skill in art at the time the invention was made would have suggested 
encapsulating game figures/characters for providing aesthetics to attract potential 
players and for protecting the game pieces. 

Note: The examiner further the position that limitation "rules specifying contact with 

each other." does not further limit the kit. 
Claim 22: Jacobs teaches a die (12,14,16). 

Claim 23: Jacobs teaches markers (Fig. 2) for defining the playing field. 
Claim 24: Markers having flat bases (2:50-52). 

Claim 25: Jacobs does not teach providing spheres of different sizes. It is well 
known to provide game pieces in all shapes and sizes in battle/war/combat related 
games to distinguish one player piece from another. In order to distinguish game pieces 
it would have been obvious to provide in different sizes. One of ordinary skill in art at the 
time the invention was made would have suggested providing game pieces in different 
sizes to distinguish ownership by players. 

Claim 26: Markers clearly teaches at least one battle card for each fighter game 
piece (2:1). 

6. Claims 27,32 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jacobs (6581932). 

Claims 27: Jacobs teaches a plurality of game pieces (knight game piece, 18), at 
least one information indicator (battle card 20) having indicia indicating specific 
properties (weapon etc) associated with the game piece (note: picture of knight game 
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piece on the indicator card 20), a random number generator (12,14,16), and a rule 
indicator (card of happiness or card of doom). 



(See 4:1 1-24) Move a fighter that is In Play five spaces if possible. Either the Card 
of Happiness or the Card of Doom will now determine the fighter's fate. Roll a 
single die to determine which card holds your fate. The number rolled 
represents the column on the card. Columns one through three appear on the 
Card of Happiness and columns four through six appear on the Card of Doom. 
Next roll two dice to determine the row underneath that column (represented by 
the sum of the two dice). Perform the fate that is displayed next to the row 
number. Refer to the fate descriptions in the Card of Happiness or Card of 
Doom sections. A player must be careful which fighter is chosen to move five 
spaces, because the player may be sending the fighter to its doom. 
The previous paragraph clearly indicates doom cards/happiness cards indicate rules 

relating number generator and game piece information. 

Jacobs teaches placing game pieces on a board with defined field (abstract). 
Examiner takes the position that Jacobs teaches a battle game between game pieces 
and a battle between medieval game pieces is inherently understood as two game 
pieces coming physically in contact with each other. 

Jacobs further teaches using a number generator together with indicia indicator (battle 
card) to resolve situation between two game pieces (20:9-13). 
The above paragraph clearly indicates doom cards/happiness cards indicate rules 
relating number generator and game piece information. 

Jacobs teaches all limitations except that it does not teach a game character within a 
sphere. 

Applicant's disclosure in the beginning clearly admits use of spherical objects with 
figures/swirls within, in playing Chinese game boards. 
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Examiner takes the position that encapsulating game figures inside attractive shapes is 
a matter of aesthetical preference. Examiner also takes the position that encapsulated 
game pieces with figures inside spherical shapes are commonly known and sold by 
vending machines. 

In order to make the game attractive to potential players, it would have been obvious to 
provide encapsulated game pieces in a game, kit in various shapes. 
Further the examiner takes the position that game pieces/figures/characters are likely to 
get soiled due to frequent touching by players. 

Examiner takes the position that encapsulating game figures inside enveloping bodies 
is a matter of protecting game figures. 

Examiner also takes the position that encapsulated game pieces with figures inside 

spherical shapes are commonly known and sold by vending machines. 

One of ordinary skill in art at the time the invention was made would have suggested 

encapsulating game figures/characters for providing aesthetics to attract potential 

players and for protecting the game pieces. 

Claim 28: Jacobs teaches a die (12,14,16). 

Claims 29,30: Jacobs teaches markers (Fig. 2) for defining the playing field. 
Claims 32,33: Note claim 30 of Jacobs clearly teaches determining outcome. 
Claim 34: See 18:46-54 after battle game pieces are removed. 



7. Claim 31 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vishu K. Mendiratta whose telephone number is (571) 
272-4426. The examiner can normally be reached on Mon-Fri 8AM to 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene Kim can be reached on (571) 272-4463. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 3711 
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